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Applicant's response to restriction filed 5/20/2009 is acknowledged. Applicant 
elected Group I (claims 1-3 ) with traverse. Claims 4-8, 10-16 are withdrawn as drawn to 
non-elected invention. Claim 9 is canceled. 

In traversal of restriction requirement applicant argues that all inventions of 
Groups l-IV share a special technical feature, namely therapeutically effective amount of 
DM43 protein, which in the written opinion of the International Searching Authority has 
been found to be both novel and non-obvious. Therefore , in view of applicant, all claims 
should be examined together. 

This argument was fully considered but was found unpersuasive because 
firstly. Applicant is reminded that instant examiner is in no way bound by what the 
International Searching authority determined. 

Secondly, claim 1 , in view of instant examiner, is not novel and inventive (see 
102(b) rejection below). Thirdly , the examiner maintains that the special technical 
feature of each of inventions of Groups lll-IV is method of treating tumors, central 
nervous system and osteoarthritis, respectively, rather than therapeutically effective or 
pharmaceutically acceptable amount of DM43 protein. In Group I invention, method of 
treating disorders (claim 9) is already canceled and DM43, which is the special technical 
feature of Group I, is merely utilized in an in vitro assay, which does not even require a 
therapeutically effective amount. Therefore, it is puzzling as how all inventions of 
Groups l-IV, as expressed by applicant, share a special technical feature and thereby 
should be rejoined. 
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In conclusion, in view of the response above, in addition to explanations provided 
previously, restriction is maintained and is hereby made Final. 

DETAILED ACTION 
Claims 1-3 are under examination on the merits. Claims 4-8, 10-16 are 
withdrawn as drawn to non-elected invention. 

Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the Invention was patented or described In a printed publication In this or a foreign country or In public 
use or on sale In this country, more than one year prior to the date of application for patent In the United 
States. 

Claim 1 is rejected under 35 U.S.C. 102(b) as being anticipated by Keith et al. 
(US 2003/0138925, 7/24/2003). Keith teaches a pharmaceutical composition comprising 
DM43 prior to this invention (see paragraph 0287). Said composition would inherently 
comprise pharmaceutically acceptable carrier(s). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the Invention Is not Identically disclosed or described as set 
forth In section 102 of this title, If the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill In the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner In which the Invention was made. 
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Claim 2 is rejected under 35 U.S.C. 103(a) as being unpatentable over Keith in 
view of Liang et al. (US pat. No. 5,866,570, 2/1999). As stated above Keith teaches a 
pharmaceutical composition comprising a metalloproteinase inhibitor DM43, prior to this 
invention. Keith however, does not teach a pharmaceutical composition comprising 10- 
1000 ng/mlof DM43. 

Liang teaches typical concentrations of inhibitors utilized to inhibit coallgenase 
type IV, which is a metalloproteinase (see for example figure 16) in the micromolar 
range. 

At the invention was made it would have been obvious to start with the 
composition of Keith and adjust the concentration of metalloproteinase therein 
according to that taught by Liang. 

One of ordinary skill in the art is motivated in adjusting the DM43 concentration in 
the range of 1-1000 pM (which inherently is in the range of 10-1000 ng/ml) because 
Liang teaches that at such concentration the metalloproteinase inhibitors are effective. 

Finally, methods of preparing such pharmaceutical composition are merely 
routine in the prior art assuring one of ordinary skill in the art a reasonable expectation 
of success in preparing them. 

Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over Neves- 
Ferreira et al. "Neves-F" (BBA, 1474, 309-320, 2000). Neves-F teaches a method of 
inhibition of lethal effects of B. jararaca venom in mice (see figure 8, page 315), in the 
presence and absence of DM43 injection (administration) and clearly demonstrates that 
that DM43 lowers hyperalgesic and edematogenic effects of said venom in mice. 
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Neves-F does not teach a method of inhibition of metallorpoetinases in human cells 
comprising contacting said cells with an effective amount of DM43, thereby inhibiting 
said metallproteinisaes. 

At the time the invention was made it would have been obvious to one of ordinary 
skill in the art to start with the method of Neves-F and replace the mice of Neves -F with 
human cells. 

One of ordinary skill in the art is motivated in substituting mice of Neves-F with 
human cells because obviously, one cannot test such venom inhibition in live humans 
and therefore, human cells is a reasonable alternative to be used for testing the 
inhibitory effects (antidote effects) of DM43 on metalloproteinases, in humans. 

Finally, one of ordinary skill in the art has a reasonable expectation of success in 
testing the inhibitory effects of DM43 in human cells contacted with said inhibitor 
because methods of testing the inhibitory effects of antidotes ( including 
metalloporteinase inhibitors) in human cells are well established in the prior art, 
rendering the invention obvious. 

No claim is allowed. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Maryam Monshipouri whose telephone number is (571) 
272-0932. The examiner can normally be reached on Tues.-Fri., from 7:00 a.m to 5:30 
p.m.. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Andrew Wang can be reached on (571 ) 272-081 1 . The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Maryam Monshipouri/ 
Primary Examiner, Art Unit 1656 

*** 



